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DETAILED ACTION 
Claim Rejections • 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Wilson etal. (hereinafter Wilson) (US Publication No. 2004/0167968 A1). 

Regarding Claim 1, Wilson discloses a method for blocking SMS short Message 
Service) spam messages [spam message] in an SMS server [spam blocking server 
(102)], comprising the steps of: 

a): when an SMS message and its corresponding SMS message phone number 
to be transmitted to a subscriber of a mobile communication terminal [electronic 
communication link, see, pg. 1, lines 0022-0023] is received from a base station [a 
system, see pg.1, line 0013], determining if a spam blocking option is set [server 
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determines if message received is a spam and therefore identifies it, see pg.1 and 2, 
lines 0016 and 0017]; 

b) : if the spam blocking option is set accessing a spam-blocking information 
database, and searching for a the SMS message phone number [signature or essential 
information] to determine if the SMS message phone number registered in the spam- 
blocking Information data base [DB (102)] and [signatures are looked up in the 
database, see pg.2, line 0023]; 

c) : if the SMS message phone number is registered in the spam-blocking 
information database ending the procedure for the received message without 
performing message processing for SMS services on the received message 
[appropriate action being taken, step 210 of Fig.2, when matching signatures are found 
in database, pg.2, line 0023], 

Regarding Claim 2, Wilson discloses a method for blocking SMS (Short 
Message Service) spam messages in an SMS server [102], comprising the steps of: 

a) : when an SMS message to be transmitted to a subscriber of a mobile 
communication terminal is received from a base station, determining if a spam blocking 
option is set [steps 200-206 in Fig.2], inherent the features of message being received 
and the blocking option]; 

b) , if the spam blocking option is set, determining if the received message 
includes a predetermined word [signature or spam message contain essential 
information, see pg.2, line and step 202 in fig.2] said predetermined word being 
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prestored in database [system uses build knowledge from spam and store information in 
the database, see pg.1, lines 0016 and 0017] and; 

c): if the received message includes a predetermined word [essential information 
or signature], ending the procedure for the received message without performing 
message processing for SMS services on the received message [if signature matches 
are found in database, then some appropriate action is taken, 
see pg.2, line 0023]. 

Regarding Claim 3, Wilson discloses method for blocking spam messages in a 
mobile communication terminal [email device, (106 and100)], comprising the steps of: 

a) : when an SMS message [email message] is received, accessing a database 
previously-registered, spam-blocking information to determine if the received message 
is an SMS spam message, [client software, 110 sends message to database for 
identification, see pg.2, lines 0018 and 0025] and; 

b) ; when it is determined that the received message is a spam message 
controlling the terminal so as not to notify receipt of the message [action is taken or 
message is deleted, see step 210 in fig. 2 and line 0025] 

Regarding Claim 4, Wilson discloses the method as set forth in claim 3, further 
comprising the step of; 

c) : determining if a spam message is set to be stored [update], after blocking the 
message-receipt notification, and storing the received SMS spam message if it is 
determined that the spam message is to be stored [blacklist is updated for the purpose 
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of blocking spam message and if signature is not found, then message is processed, 
see pg.2, lines 0017 and 0024]. 

Regarding Claim 5, Wilson discloses the method as set forth in claim 3, wherein 
a phone number [essential information] of an SMS spam-message sender [sender 
address is added to the blacklist, see pg.2, line 0025] is registered in the spam-blocking 
information database, and said step a) further includes the step of: 

a-1) detecting [matching signature] an SMS message send phone number from 
the received SMS message, and determining the SMS message phone number is 
registered in the spam-blocking information database [if matching signature is found in 
the database, see pg.3, line 0023] 

Regarding Claim 6, Wilson disclose the method as set forth in claim 3, wherein a 
predetermined word [essential information] is registered in the spam-blocking 
information database [104], and said step a) further includes the step of: 

a-2): determining if the registered predetermined word is included in the received 
SMS message [signatures are sent to a database, see pg.1, line 0017]. 

Regarding Claim 7, Wilson discloses the method as set forth in claim 3, wherein 
a phone number of an SMS spam message sender [sender address is added to the 
blacklist, see pg.2, line 0025] and a predetermine word [signature] implying an SMS 
spam message are registered in the spam-blocking information database [104], and 
said step a) further includes the steps of 

a-1) detecting an SMS message phone number from the received SMS 
message, and determining if the SMS message phone number registered in 



Application/Control Number: 10/626,682 Page 6 

Art Unit: 2686 

the spam-blocking information database [spam blocking server look for signature in the 
database, see pg.1 line 0018] and; 

a-2) determining if the registered predetermined word [essential information] is 
included in the received SMS message [see step 206 in fig.2]. 

Claim Rejections - 35 USC § 103 
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wilson as 
applied to claim 1 above, further in view of Morin et al., US Patent Number (6,748,422) 

Regarding Claim 8, Wilson discloses the method as set forth in claim 3, but fail 
to teach reading a previously stored warning message, from the database, and 
transmitting the previously stored warning message to a call back number detected from 
the SMS message. 

Morin discloses a system and method to control sending of unsolicited 
communications over a network (see col.1, lines 62-64). Morin further teaches that 
spam sender are automatically issued a warning when they send SPAM, and eventually 
the sender is prevented from accessing the network resources (see col. 6, line 62- 
col.7, line 18). 
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It would therefore have been obvious to one of the ordinary skill in the art to 
combine the SPAM notification and warning system as taught by Morin to the spam 
blocking system of Wilson for the benefit of achieving a system with both the capabilities 
of notifying SPAM senders their abuse of the system and prohibiting them from the use 
of the network resources if the abuse is continued. 

Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Song et al. (2003/0225841) discloses a system and method of preventing spam mails. 
Bates et al. (6,779,021) discloses a method and system for predicting and managing 
undesirable electronic mail. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kwasi Karikari whose telephone number is 571-272- 
2856. The examiner can normally be reached on M-F (8 am - 4pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha D. Banks-Harold can be reached on 571- 272 5905. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Kwasi Karikari 
Examiner 




